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(Subsection 14(1))
8.3.8.(b) Nature and Scope of Evidence required pursuant to
Subsection 14(1) of the Trade-marks Act



8.3.9 Comparison of Subsections 12(2) and 14(1) of the Trade-marks Act
84  Objection to Register on Basis of Depiction of Portrait or Signature that
Consgtitutes the Trade-mark as a Whole

8.4.1 Overcoming an Objection Raised on the Basis that the Trade-mark

Constitutes a Portrait and/or Signature (Based on Paragraph 12(1)(e) of the Trade-

marks Act)
8.5  Objection Based on the Requirement for a Disclaimer of a Name or Surname that
Forms Part of the Trade-mark (Pursuant to Paragraph 12(1)(a) and Section 35 of the
Trade-marks Act)

8.5.1 Name or Surname Forms Part of Trade-mark

8.5.2 Disclaimer of Surnamesin Possessive or Pluralized Form

8.5.3 Surnames— Compound or Hyphenated
8.6  Overcoming an Objection Based on Paragraph 12(1)(a) and Section 35 of the
Trade-marks Act — Provision of a Disclaimer

8.6.1 Coined Word

8.6.2 Surnamesfollowed by “.com”, .ca’, etc.

8.6.3 Surnamesfollowed by “and Sons’, “Brothers’, etc.

8.6.4 Providing Disclaimers

8.6.4(a) Example of a Disclaimer

8.7  Acquired Distinctiveness/Not without Distinctive Character — Subsections 12(2)
and 14(1) of the Trade-marks Act

8.7.1 Exception
8.8  Objection Based on the Requirement for Written Consent for the Use of the
Portrait, Name and/or Signature of aLiving Individua

8.8.1 Overcoming an Objection for the Requirement of a Written Consent

8.8.2 Consent

8.8.3 Fictitious Names and Signatures
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Chapter 9 Objections Related to “ Descriptiveness’ and “ Misdescriptiveness’
9.1 Introduction
9.2 Nature and Type of Objections That May Be Raised By Virtue of Paragraphs
12(1)(b) and 12(1)(c) of the Trade-Marks Act
921 Descriptiveness Objection Based on Paragraph 12(1)(b)
9.2.1(a) Languages Other than English or French
9.2.2 Objection Based on Paragraph 12(1)(c) -Name of the Wares/Servicesin
Any Language
9.23 Requirement for a Disclaimer When Only Part of the Trade-Mark
Consists of the Name of the Wares/Services in Any Language
9.24 Descriptiveness Objection Related to the “ Character” and/or “Quality” of the
Wares/Services
9.2.4(a) Laudatory Expressions
9.2.4(b) Fancy Lettering/Mere Embellishments
9.2.4(c) Punctuation Marks and Other Characters
9.2.4(d) Acronyms



9.25 Descriptiveness Objection/Requirement For a Disclaimer When Only Part
of the Trade-Mark Is Clearly Descriptive in English or French of the
“Character” and/or “Quality” of the Wares and/or Services
9.2.6  Descriptiveness Objection Related to the “Function” or “Results’ of the
Wares/Services

9.2.7  Descriptiveness Objection Related to the “ Condition of Production” of the
Wares

9.2.8  Descriptiveness Objection Related to “ Persons Employed” in the
Production of Wares or Performance of Service

9.2.9 Pharmaceutical Trade-Marks and Substances/Ingredients

9.2.10 Descriptiveness of Place or Geographical Origin of the Wares/Services

9.2.10(a) Geographical Indication (for Wines or Spirits)

9.2.11 Objection Based on Misdescriptiveness of the Trade-Mark

9.3 Responding/Overcoming Objections Based on Paragraph 12(1)(b) of the Trade-
Marks Act
9.3.1 TesttoDetermineif aTrade-Mark Is*“Clearly Descriptive” (When
Depicted, Written or Sounded)
9.3.2 TesttoDetermineif aTrade-Mark or Part of a Trade-Mark Is“Deceptively
Misdescriptive” (When Depicted, Written or Sounded)
9.3.3 Terminology — “Depicted,” “Written,” or “Sounded” Used in Paragraph
12(1)(b) of the Trade-Marks Act
9.3.3(a) Depicted — Visua Representation
9.33(b)  “Written”

9.3.3(c) “Sounded” — Phonetic Equivalent & Misspellings
9.34 Detailed Explanation of Objection Required
9.3.4(a) Linguistic Construction -- Logical Grammatical Meaning
9.3.4(b) Suggestive Trade-Marks

935 Trade-Mark asaTotality “Clearly Descriptive” of the Character and/or
Quality of the Wares and/or Services
9.3.5(a) More than One Meaning/lmmediate Impression
9.3.5(b) Merely Suggestive
9.3.5(c) More than One Ware/Service
9.3.5(d) Acquired Distinctiveness/Not Without Distinctive Character

9.3.5(e) Additional Non-Descriptive Elements/Matter to Trade-Mark
9.3.5(f) Separate Elements of Trade-mark Clearly Descriptive
9.3.6  Overcoming a Request for the Provision of a Disclaimer

9.3.6(a) Composite Trade-Mark in English or French
9.3.6(b) Composite Trade-Mark in English and French
9.3.6(c) Coined Words

9.3.6(c)(i) Hyphenated Trade-Marks
9.3.6(d) Use of Internet Domain Name as Part of a Trade-Mark
9.3.6(e) Use of Geographic Location as Trade-Mark or Part of
Trade-Mark

9.3.6(e)(i) Certification Marks and Places of Origin
9.3.6(f) Acquired Distinctiveness /Not Without Distinctive

Character (Re Portion of Trade-Mark)



9.3.7 Responding/Overcoming an Objection That the Trade-Mark
Consists of the Listed Wares and/or Services (12(1)(c)

9.3.7(a) Use of Foreign Word
9.3.7(b) Deleting Some Wares and/or Services
9.3.8 Overcoming an Objection Based on Deceptive Misdescriptiveness
9.3.8(a) Misdescriptive of a Geographic Location
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Chapter 10  Objections Based on the Likelihood of Confusion
10.1 Introduction
10.2  Concept and Definition of Likelihood of Confusion within the Meaning of the
Trade-marks Act
10.3 Test for Determining Confusion
10.3.1 First Impression
10.3.2 Imperfect Recollection
10.3.3 Average Consumer of Average Intelligence
10.3.3(a) Bilingual Consumer
10.3.4 Consideration of Trade-mark in its Entirety
10.3.4(a) Effect of Disclaimer
10.4 Different Types of Objections Based on Confusion
10.4.1 Objection Based on Section 16 of the Trade-marks Act
10.4.2 Objection Based on Paragraph 12(1)(d) of the Trade-marks Act
10.4.3 Objection Based on Paragraph 12(1)(e) of the Trade-marks Act
10.4.4 Objection Based on Paragraph 12(1)(f) of the Trade-marks Act
10.4.5 Objection Based on Paragraph 12(1)(g) of the Trade-marks Act
10.4.6 Objection Based on Paragraph 12(1)(h) of the Trade-marks Act
10.4.7 Confusion with Protected Plant Variety Denomination, Geographical
Indication for Wines and/or Spirits
10.4.8 Requests for Public Notice of Official Marks
10.4.9 Associated Trade-marks
10.5 Methods of Overcoming an Objection Based on Likelihood of Confusion
10.5.1 Redefinition of Wares/Servicesin More Specific Terms
10.5.1(a) Exclusion of Wares/Services
10.5.2 Deletion of Wares/Services
10.5.3 Assignment of the Application or the Cited Trade-mark
10.5.4 Expungement of the Cited Trade-mark or Withdrawal of the Cited Official

Mark
10.5.4(a) Section 45 Proceedings for “Non-use” of the Registered
Mark
10.5.4(b) Expungement Proceedings for Registered Trade-marks —
Federal Court

10.5.4(c) Unregistered Confusing Trade-mark

10.5.4(d) Confusion with an Official Mark

10.5.4(e) Requests for Extensions of Time
10.5.5 Obtaining Consent from the Owner/Public Authority



10.5.5(a) Consent Agreement — Ordinary Trade-marks, Proposed Use
and Distinguishing Guises

10.5.5(b) Consent - Certification Marks

10.5.5(c) Consent — Official Marks

10.6 Rebuttal Based on the Surrounding Circumstances of Subsection 6(5) of the
Trade-marks Act

10.6.1

10.6.2

10.6.3

10.6.4
10.6.5
10.6.6

Paragraph 6(5)(a) — Inherent Distinctiveness
10.6.1(a) Disclaimer of Common Element
10.6.1.(a)(i)) Coexistence — State of Trade-mark Register
Paragraph 6(5)(b) — Extent and Length of Time Used
10.6.2(a) Famous Marks
10.6.2(b) Family of Marks
Paragraph 6(5)(c) — Nature of Wares or Services
10.6.3(a) Similarity of Wares or Services
10.6.3(a)(i)  Differencesin Prices between the Wares or Services
10.6.3(b) Different Wares or Services — Same Broad Category
10.6.3(c) Use of the Trade-mark in Association with Pharmaceutical
Products
Paragraph 6(5)(d) — Nature/Channels of Trade
Paragraph 6(5)(e) — Degree of Resemblance Between the Trade-marks
Considering the Trade-marksin Their Entirety
10.6.6(a) First Syllable, Prefix or First Word of Trade-mark
10.6.6(b) Identical Suffixes
10.6.6(c) Numerals and Acronyms
10.6.6(d) Visual and Phonetic Equivalent
10.6.6(e) Design vs. Word Mark
10.6.6(f) Laudatory or Descriptive Word
10.6.6(g) Same |dea Suggested — Use of English or French
10.6.6.(g)(i) Same ldea Suggested in English or French
10.6.6.(g)(ii) Reversed Order
10.6.6(g)(iii) Common Element in Trade-marks

10.7 Doubt asto Confusion
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Chapter 11
11.1 Introduction
Requests made Pursuant to Subparagraph 9(1)(n)(ii) — Universities

11.2

11.3

114

115
11.6

1121

Official Marks and Other Prohibited Marks

Satisfying Office’ s Requirements for Requests Made Pursuant to
Subparagraph 9(1)(n)(ii)

Requests Made Pursuant to Subparagraph 9(1)(n)(iii) — Public Authority Status

11.31

Satisfying Office Requirements to Provide Proof of Public Authority Status

Clarification as to Adoption and Use of the official Mark in Canada

1141

Satisfying Office Requirements Regarding Adoption and Use of Official
Mark

Absence of Statutory Basis

Other Subject Matter Objections — Prohibited Marks



11.7

11.8

119

11.10

11.11

11.12

11.13

11.14

11.15

11.16

11.17

11.18

11.19

11.20

11.6.1 Prohibited Signs, Royal Arms, Crest or Standard
11.6.1(a) Overcoming the Objection: Use of Prohibited Signs

Prohibited Word or Symbols Suggesting Association / Connection with Royalty,

Vice-Regal or Government Patronage

11.7.1 Overcoming the Objection; Words or Symbols Suggesting Connection with
Royalty, etc.

The Arms, Crest or Flag adopted of and Used by a Federal, Provincial or Municipal

Authority in Canada

11.8.1 Overcoming the Objection based on Confusion with Official Arms, Crests,
Flags

Marks Consisting of the Heraldic Emblem of the Red Cross or the Geneva Cross

11.9.1 Overcoming the Objection; Confusion with the Red Cross or the Geneva
Cross

Marks Consisting of the Heraldic Emblem of the Red Crescent on a White Ground

11.10.1 Overcoming the Objection; Confusion with Heraldic Emblem of the
Red Crescent on a White Background

Marks Consisting of the Equivalent Sign of a Red Lion and Sun Sign Used by Iran

11.11.1 Overcoming the Objections; Confusion with aRed Lion and Sun Sign used
by Iran

Mark Consisting of the International Distinctive Sign of the Civil Defence

11.12.1 Overcoming the Objection; Confusion with International Sign of Civil
Defence

Marks Consisting of Signs on a List Communicated under Article 6ter of the Paris

Convention

11.13.1 Overcoming the Objection; Confusion with a Sign Listed under 6ter of Paris
Convention

Marks Consisting of a National Flag of a Country of the Union

11.14.1 Overcoming the Objection; Confusion with a National Flag

Trade-marks Consisting of Scandal ous, Obscene or Immoral Word(s) or Device(s)

11.15.1 Overcoming the Objection; Use of Scandalous, Obscene or Immoral
Word(s) / Device(s)

Trade-marks Falsely Suggesting a Connection with a Living Individual

11.16.1 Overcoming the Objection; Misrepresentation of a Living Individual

Trade-marks Consisting of the Words “United Nations” or the Official Seal or

Emblem of the United Nations

11.17.1 Overcoming the Objection; Confusion with “United Nations’

Trade-marks Consisting of the Words, Badges, Crests Emblems or Marks of Armed

Forces or Universities

11.18.1 Overcoming an Objection; Confusion with Armed Forces or Universities
Insignia

Trade-marks Consisting of the Name “Royal Canadian Mounted Police” or

R.C.M.P.” or any Combination of Letters relating to thereof or Pictorial

Representation of a Uniformed Member thereof

11.19.1 Overcoming Objection; Confusion with the “Royal Canadian Mounted
Police’” or R.C.M.P.”

Adoption as Trade-marks of Commercial Symbols/ Wordsin Ordinary and Bona



Fide Commercial Usage in Canada Denoting Attributes of Wares/ Services
11.20.1 Overcoming an Objection; Confusion with Recognized Commercial
Symbols/ Words

11.21 Trade-marks Consisting of a Name Plant Variety Denomination

11.21.1 Overcoming the Objection; Confusion with Plant Variety Denomination

11.22 Trade-marks Consisting of Protected Geographical Indications for Wines or Spirits

11.22.1 Overcoming an Objection; Protected Geographical Indication for Wines or
Spirits

11.22.2 Cancellation / Disuse

11.22.3 Customary Names

11.22.4 Generic Names for Wines and Spirits

11.22.5 Failure to Take Proceedings

11.22.6 Good Faith Filing / Acquisition of Trade-mark Through Use

Chapter 12  Assignments/ Transfersand Security I nterests

121
12.2

12.3
124
125

Introduction
Assignment or Transfer
12.2.1 Assignable Subject Matter
12.2.2 Assignment of Pending Application / Registration
12.2.3 Scope of Assignable Rights
12.2.3(a) Opyposition Proceedings
12.2.3(b) Expungement Proceedings
12.2.4 Partial Assignment of Application and Partial List of Wares or Services
12.2.5 Assignment Formalities
12.2.5(a) Where and How to File an Assignment
12.2.5(b) Recording of Assignments
12.2.5(c) Evidence of Transfer
12.2.5(c)(i)  Nature of Evidence
12.2.5(d) Period for Filing Recording of Assignment
12.2.5(e) Address of Assignee or Appointment of Representative for
Service
12.2.6 Ramifications of Entry in the Register
12.2.6(a) Partial Vesting of Assignor’sRightsin Assignee —
Application
12.2.6(b) Foreign Assignee or Transferee
12.2.6(b)(i)  Priority Claim — Foreign Application in a Country of
the Union
12.2.6(b)(ii) Application/ Registration and Use in Country of the
Union
12.2.7 Consequences of Partial Vesting of Assignor’s Rightsin Assignee —
Registration
Change of Name
Amendments to Assignments or Change of Name
Collateral or Security Interests
12.5.1 Creating Security Interests



Chapter 13

131

12.5.2 Security Interest Formalities
12.5.2(a) Recording a Security Interest
12.4.2(b) Discharge of a Security Interest
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Introduction to Opposition Practice
Introduction

13.2 Opposition Board

13.2.1 Jurisdiction of the Opposition Board

13.3 Opposition Proceedings

13.3.1 Statement of Opposition
13.3.1(a) Content of and Grounds Raised in a Statement of Opposition
13.3.1(b) Sufficiency of Pleadings

134

135
13.6
13.7
13.8
139

13.3.2

13.3.2(a)
13.3.2(b)
13.3.2(c)
13.3.2(d)
13.3.2(e)
13.3.2(f)
13.3.2(g)
13.3.2(h)

Extensions of Time in Opposition Proceedings

Statement of Opposition — Extensions of Timeto File

Statement of Opposition — Retroactive Extension of Timeto File
Counter Statement

Rule 41 or 42 Evidence

Rule 43 Reply Evidence

Cross-examination

Written Argument

Oral Hearing

13.3.3 Standing of Interested Parties
13.3.4 Correspondence with the Opposition Board
13.3.5 Prescribed Fees
13.3.6 Responding to a Statement of Opposition — Counterstatement
13.3.7 Amendment of Statement of Opposition / Counterstatement
13.3.8 Nature and Types of Evidence

13.3.8(a) Affidavit or Statutory Declaration

13.3.8(a)(i) Expert Evidence

13.3.8(a)(ii))  Survey Evidence

13.3.8(a)(iii) State of the Register

13.3.8(a)(iv) Evidence from Trade-mark Agents

13.3.8(a)(v) Foreign Law

13.3.8(a)(vi) Stare Decisis

13.3.8(a)(vii) File Wrapper Evidence from Examination Section
13.3.8(a)(viii) Interlocuatory Rulings on Evidence

13.3.8(b) Opponent’ s Evidence
13.3.8(c) Applicant’s Evidence
Request to Cross-Examine
13.4.1 Proceedings During Cross-examination
Evidence in Reply
Further Evidence
Written Arguments

Oral Hearings

Decision and Parallel Proceedings
13.9.1 Concurrent Opposition and Expungement Proceedings
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Chapter 14

Allowance and Registration Practice

14.1 Notice of Allowance

14.2

14.3

Chapter 15

15.1 Introduction

14.1.1 Amendments to Application after |ssuance of Notice of Allowance
14.1.2 Revocation of Notice of Allowance
Declaration of Use for a Trade-mark Application Based on Proposed Use
14.2.1 Form and Content of a Declaration of Use
14.2.1(a) Complete or Partial Declaration of Use
14.2.1(b) Nature of Declaration of Use
14.2.2 Extensions of Timeto File a Declaration of Use
14.2.3 Denia of Extension of Time Request
Registrations
14.3.1 Registrations— Formalities
14.3.1(a) Summary of the Particulars of an Application for Registration
14.3.2 Registration — Duration, Validity and Effect
14.3.3 Incontestability

Post-Registration Matters— Renewals, Amendments and Expungement

15.2 Post Registration Activities— Renewal

15.3

15.2.1 Notice and Period for Renewal
15.2.2 Renewal Formalities
15.2.3 Effect of Renewal
15.2.4 Consequences of Failure to Renew
15.2.5 Erroneous or Unintended Expungement
Post Registration Activities— Amendments to the Register
15.3.1 Amendments by the Registrar
15.3.1(a) Application for Amendment of a Registration other than to

Extend the Statement of Wares/Services

15.3.1(a)(i) Amendmentsto the Identity of the Registered Owner

15.3.1(a)(ii)) Voluntary Cancellation of a Registered Trade-mark

15.3.1(a)(iii) Amendments of Statement of Wares/Services of
Registered Trade-mark

15.3.1(a)(iv) Certification Mark

15.3.1(a)(v) Entry of aDisclaimer

15.3.1(a)(vi) Formalitiesfor Application for Amendment of a
Registration other than to Extend the Statement of
Wares/Services

15.3.1(b) Application for Amendment of a Registration to Extend the

Statement of Wares/Services

15.4 Expungement / Non-Use Proceedings

15.4.1 Who May Initiate a Notice and When?
15.4.1(a) Registration Subject to Cancellation/Expungement
15.4.1(b) Section 45 Correspondence and Notification Procedures



15.4.1(c) Filing a Request to Issue a Section 45 Notice
15.4.1(c)(i)  Initiating a Request by the Registrar at any Time after
the Date of Registration
15.4.1(c)(ii)) Filing aRequest at Least Three years after the Date of
Registration
15.4.1(d) Responses to a Section 45 Notice
15.4.1(d)(i) Default — Failure to Furnish any Evidence
15.4.1(d)(ii)) Evidencein the Form of Affidavit or Statutory
Declaration
15.4.2(d)(ii)(A) Substance of Affidavit by Registered
Owner or Third Party to a Section 45 Notice
15.4.2(d)(ii)(B) Use of the Registered Trade-mark
15.4.1(d)(ii)(C) Special Circumstances Excusing Non-
use/ Absence of Use
15.4.1(e) Written Argument
15.4.1(f) Rescindment or Withdrawal by Requesting Party
15.4.1(g) Hearing and Decision of the Registrar
15.4.1(h) Decision
15.4.1(i) Appeal
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